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Abstract

Designs in general are amongst the signs that are capable
of trade mark registration according to European Union
(EU) trade mark Regulation. As retailers and shop owners
wish to provide a better and memorable shopping
experience for their customers, the number of EU trade
mark applications for store designs has relatively
increased in the last years. However, proving
distinctiveness for three-dimensional designs according
to art.7(1)b of the EU trade mark Regulation proves more
difficult than word or figurative marks, as the case law
of the present article demonstrates.

Article 4 of Regulation 2017/1001" on the European
Union (EU) trade mark provides: ‘An EU trade mark may
consist of any signs in particular ... designs..., provided

that such signs are capable of distinguishing the goods
or services of one undertaking from those of other
undertakings.” Moreover, under art.7(b) of the Regulation:
‘The following shall not be registered: (b) trade marks
which are devoid of any distinctive character, (c) trade
marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality,
quantity, intended purpose, value, geographical origin,
or the time of production of the goods or of rendering of
the service, or other characteristics of the goods or
services, (d) trade marks which consist exclusively of
signs or indications which have become customary in the
current language or in the bona fide and established
practices of the trade, (e) signs which consist exclusively
of: the shape which results from the nature of the goods
themselves; the shape of goods which is necessary to
obtain a technical result, the shape which gives substantial
value to the goods’.

In Apple Inc v German Patent and Trade Mark Office,’
the applicant’s (Apple Inc) trade mark consisted of the
representation, by a design in colour (in particular,
metallic grey and light brown), of its flagship stores for
services in Class 35 for ‘retail store services featuring
computers, computer software, computer peripherals,
mobile phones, consumer -electronics and related
accessories and demonstrations of products relating
thereto’.’

That representation, was as follows:
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Figure I'

On the first instance, the Competent Authority refused
the application, since it found that it was nothing other
than the representation of an essential aspect of that

* Attorney-at-Law.
! Regulation 2017/1001 on the European Union trade mark [2017] OJ L154/1.

undertaking’s business. The Competent Authority
considered that while it is true that consumers may
perceive the layout of such a retail space as an indication

2Apple Inc v Deutsches Patent- und Markenamt (C-421/13) EU:C:2014:2070; [2014] E.T.M.R. 48.

3Apple Inc v Deutsches Patent- und Markenamt (C-421/13) [2014] E.T.M.R. 48 at [8].
4Apple Inc v Deutsches Patent- und Markenamt (C-421/13) [2014] E.T.M.R. 48 at [9].
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of the quality and price bracket of the products, they
would not see it as an indication of their commercial
origin. Besides, it concluded that the retail store depicted
in the case before it was not sufficiently distinguishable
from the stores of other providers of electronic products.

On appeal, the Competent Court considered that the
layout depicted by the three-dimensional trade mark, had
features that distinguished it from the usual layout of
retail stores in that electronic sector. It further referred
the following questions to the Court of Justice, namely,
whether arts 2 and 3 of the Directive 2008/95° must be
interpreted as meaning that the representation, by a design
alone, without indicating the size or the proportions, of
the layout of a retail store maybe registered as a trade
mark for services which comprise various services aimed
at inducing the consumer to purchase the products of the
applicant for registration and, if so, whether such a
‘presentation of the establishment in which a service is
provided’ may be treated in the same way as ‘packaging’.

The Court of Justice emphasised that three conditions
must be met in any case. First, it must be a sign, secondly,
that sign must be capable of graphic representation (as
per art.4(b)) and thirdly, the sign must be capable of
distinguishing the ‘goods’ or ‘services’ of one undertaking
from those of other undertakings.

It pinpointed that from the wording of art.2 of Directive
2008/95, designs are among the categories of signs
capable of graphic representation and that the layout of
a retail store, by means of an integral collection of lines,
curves and shapes, may constitute a trade mark, provided
that it is capable of distinguishing the products or services
of one undertaking from those of other undertakings.

In the case at hand, it concluded that the representation,
by a design, of the layout of a retail store was, in principle,
capable of distinguishing the products or services of one
undertaking from those of other undertakings and that it
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could not be ruled out that the layout of a retail outlet
depicted by such a sign may allow the products or the
services for which registration is sought to be identified
as originating from a particular undertaking.

The Court of Justice highlighted that this is in particular
the case when the depicted layout departs significantly
from the norm or customs of the economic sector
concerned.’

However, the distinctive character of the mark must
also be assessed for the purposes of art.7(1)(b) of the
Regulation in relation to the products or services for
which registration is sought. Such assessment is made by
reference to, first, the goods or services in question and,
second, the perception of the relevant public, namely the
average consumer of the category of goods or services in
question, who is reasonably well informed and reasonably
observant and circumspect.’

It further concluded that a sign depicting the layout of
the flagship stores of a goods manufacturer may
legitimately be registered not only for the goods
themselves but also for services falling within one of the
classes under the Nice Agreement concerning services,
where those services do not form an integral part of the
offer for sale of those goods.

In Case R 865/2021-5 (shape of a forecourt of a petrol
station (3D)), the Board of Appeals of the European
Union Intellectual Property Office (EUIPO) held that the
more closely the shape or graphic representation has been
applied for in respect of the shape or most likely
appearance of the product in question, or with regard to
representations commonly used in the sector in question,
the more true it is that the sign is devoid of distinctive
character for the purposes of art.7(1)(b) European Union
trade mark regulation (EUTMR) in the case of the goods
or services concerned.’

The mark applied for in that case was the following:

> Directive 2008/95 to approximate the laws of the Member States relating to trade marks [2008] OJ L299/25.
®See, by analogy, as to signs consisting of the appearance of the product itself, Storck v OHIM (C-25/05 P) EU:C:2006:422 at [28] and Louis Vuitton Malletier v OHIM

(C-97/12 P) EU:C:2014:324; [2014] ETM.R. 42 at [52].

7 See, inparticular, Linde AG s Trade Mark Application (C-53/01 to C-55/01) EU:C:2003:206; [2005] 2 C.M.L.R. 44 at [41]; Koninklijke KPN Nederland NV v
Benelux-Merkenbureau (C-363/99) EU:C:2004:86; [2005] 2 C.M.L.R. 10 at [34]; and OHIM v BORCO-Marken-Import Matthiesen GmbH & Co KG (C-265/09 P))

EU:C:2010:508 at [32] and [35].

8 Rosian Express SRL v OHIM (T-547/13) EU:T:2015:769 at [40] (shape of a games box).
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Figure 2

The court also noted that a colour is usually perceived
as decorative and hence not as distinctive."” It further
emphasised that a trade mark which diverges significantly
from the standard or customs of the commercial sector,
and therefore may fulfil its essential function of
identifying origin, may not be devoid of any distinctive
character for the purposes of art.7(1)(b) EUTMR."

In its decision, R 2404/2020-2 (petrol station (Ref.
3D)), the EUIPO noted that the layout of a shop or other
place where the goods are sold are not, prima facie,
perceived as trade marks, unless that arrangement is
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significantly at odds with the norm or customs of the
economic sector concerned. Average consumers do not
normally distinguish between goods and services on the
basis of the place where they are offered or on the basis
of the circumstances of the sale. This is because the
recipients do not focus on the colours, graphics and other
parts of the exhibition in which the goods and services
are offered, but rather on the goods and services they
purchase."
The mark applied for in that case was the following:

Figure 3°

The examiner found that the mark applied for
represented a typical petrol station and would not be
noticed or remembered as an indication of commercial
origin unless it was accompanied by other distinctive
features, such as, for example, graphic symbols or logos.
It was therefore regarded as devoid of any distinctive

character within the meaning of art.7(1)(b) of the
Community trade mark (CTM) Regulation. The mark
applied for, taken as a whole, consisted only of a
combination of elements typical of the shape of a service
station from which the contested goods and services were
normally acquired. The mark did not clearly differ in form

% Case R 865/2021-5, the Board of Appeals of the European Union Intellectual Property Office (EUIPO).

10 Fédération internationale des logis v OHIM (T-282/09) EU:T:2010:508 (Carré convexe vert) at [26].

" Novartis AG v European Union Intellectual Property Office (T-678/15 and T-679/15) EU:T:2016:749 (Répresentation d’una suit); Grupo Bimbo, SAB de CV v European
Union Intellectual Property Office (T-240/15) EU:T:2016:327 (Forma of a bar with four circles) at [23].

1226/02/2016, R 2224/2015-1 (shape of a conventional sales outlet (3D)) at [14]; 04/05/2016, R. 2160/2015-1 (shape of a layout of a retail store (3D)) at [17]; 29/03/2016,

R 1135/2015-1 (shape of a room/shop/show room (3D)) at [30].
13 Case R 2404/2020-2 EUIPO.
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or colour from the various typical petrol stations and their
associated buildings (washers, shops, restaurants) within
the European Union, but was merely a variant of them.

As regards spatial marks and colour combinations, the
General Court has repeatedly emphasised that the average
public is not accustomed to the perception of such signs
as trade marks. Those signs can therefore fulfil the
function of a trade mark only if they depart from the norm
or customs of the sector or as a result of the acquisition
of secondary distinctiveness.
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The same conclusions were reached by the First Board
of Appeal in Case R 2160/2015-1. The Board of Appeal
insisted that the representation of the layout in respect of
which registration was applied for did not depart
significantly from the norms or customs of the sector and
that the applicant had not demonstrated that the features
depart significantly from the norms or customs of the
sector concerned.

The mark applied for in that case was the following:

—

Figure 4"

The court took the view that the particular application
was not capable of functioning as a badge of origin per
se in the absence of a graphic or word elements, nor did
it enable the relevant consumer to identify the services
in question and distinguish them from those of other
service providers on the same market. Therefore, it was
devoid of distinctive character for those services.
Although its features may contribute to the retail service
experience, they could not be said to be capable of
performing an origin function per se, in the sense of
constituting a significant departure from the kinds of store
layouts that consumers are exposed to in the sector.

The Board of Appeal considered it a well-known fact
that the layout, use of colour and decoration in retail stores
is subject to a very high level of creativity and therefore

4 EUIPO First Board of Appeal in Case R 2160/2015-1.

consumers are accustomed to experiencing a very wide
variety of impressions stemming from these factors in
the context of various retail services as embellishments
or mere decorative features.

In the particular case, the consumers will generally
direct their attention to the goods and services which are
on offer or display and they are unlikely to perceive the
furniture, arrangements, use of colour and decoration
composing the contested mark, as an identifier of
commercial origin as these were neither noticeable nor
memorable.

In Case R 1135/2015-1 the First Board of Appeals,
considered a trade mark application for cosmetics.

The mark applied for in that case was the following:

(2023) 45 E.ILP.R., Issue 5 © 2023 Thomson Reuters and Contributors
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Figure 5°

On a first note, the Board of Appeal held that it is well
known, in actual fact, that the public has long been
exposed to the practice, carried out by large retailers
operating in the cosmetics, clothing, general consumer
goods, etc. sectors, and especially in shopping malls, of
creating open commercial spaces that have no formal
entrances (through a door or display window), which
beckon consumers to come inside the retail store.

It found though that the elements making up the trade
mark, namely the side display cases, the ceiling lights,
the central display cases, the counter at the back and the
entranceway with side panels, are all of simple
geometrical shape and have functional characteristics
(lighting up the retail store, making the goods on display
as visible as possible, making it possible to carry out
cosmetics demonstrations, or displaying advertisements).
In the Board’s opinion, none of the shape, line and colour
characteristics highlighted, either individually or in
combination with each other, departed significantly from
the norm or customs of the cosmetics retail sector.

The same line of reasoning was followed at Case R
2224/2015-1. The reproduction of the trade mark applied
for was merely a simple stylised representation of a

S EUIPO, Case R 1135/2015-1 the First Board of Appeals.

customary sales outlet with sales counters, display
monitors and other furnishings which were normally used
in shops, in a particular perspective view. A particular
stylised representation of a sales outlet can only perform
an identification function if it includes elements that are
capable of distinguishing that representation from other
corresponding  representations and of attracting
consumers’ attention.

However, the trade mark applied for included no such
elements. It consisted of a customary representation of a
sales outlet with objects and accessories which are
required, as they are recognised in this form or a similar
form (for example from advertising, as a decoration or
ornamentation). The illustration or a photograph of such
a sales outlet is not unusual or striking overall. It does
not have an arbitrary design that sets it apart from
customary designs of other sales outlets in a manner that
creates identity. It did not have any characteristics that
might indicate the commercial origin of the services to
the consumer.

The mark applied for in that case was the following:

(2023) 45 E.ILP.R., Issue 5 © 2023 Thomson Reuters and Contributors
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Figure 6"

Conclusion

The Court of Justice in the Apple flagship case, had not
affirmed the distinctive character of the sign in question,
since this was irrelevant in the context of the issues put
forward. Consequently, the Court of Justice gave its
response that the representation of the layout of a sales
outlet can in principle be registered as a trade mark in
respect of services, expressly on the condition that this
representation is capable of distinguishing the services
of the applicant from those of other undertakings.

As the case law of the EUIPO demonstrates, it could
prove more difficult to establish distinctive character in
relation to such a three-dimensional mark than in relation
to a word or figurative mark."”

1 EUIPO, Case R 2224/2015-1.

In order to successfully apply for a trade mark, one
should consider the following:

1) Identify the stores and characteristics of
other providers in the same sector.
2) Define which are typical elements of your

store design, simple geometrical shapes and
functional characteristics.

3) Define the features that distinguishes your
store (distinctive features) from the usual
layout of other stores in the applicable
sector, such as, for example, graphic
symbols or logos, arbitrary designs.

4) In light of the above, consider whether the
store design departs significantly from the
norm or customs of the sector in question
in a way that creates identity and indicates
commercial origin.

17 Voss of Norway ASA v OHIM (C-445/13 P) EU:C:2015:303 (Three-dimensional sign consisting of the shape of a cylindrical bottle).
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